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DETAILED ACTION 
Status of the application 

1. This office action is a response to the amendment and argument filed on 01/28/2009. 
The current status of the application are as follow: claims 12-14, 16-20 and 22-30 are still 
pending and claims 1-11, 15, 21 and 25 are cancelled. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 01/28/2009 has been entered. 

Claim Rejections - 35 USC §101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

4. Claims 12-14, 16-20, 22-24, 26-30 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. A method claim is deemed to be 
directed to a statutory subject matter if (1) it is tied to a particular machine or apparatus, or (2) 
it transforms a particular article into a different state or thing. In re Bilski, 545 F.3d 943, 88 
U.S.P.Q.2d 1385 (Fed. Cir. 2008). Furthermore, the interim patent subject matter eligibility 
Examination (dated 08/24/2009) requires that the particular machine tie or particular 
transformation must meet two corollaries to pass the test for subject matter eligibility. First, 
the use of the particular machine or transformation of the particular article must impose a 
meaningful limit on the claim's scope. So, a machine tie in only a field-of-use limitation would 
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not be sufficient. Second, the use of the particular machine or the transformation of the 
particular article must involve more than insignificant "extra-solution" activity. Claims 12-14, 
16-20 are rejected since claims 12 and its dependencies fail to provide any ties to particular 
machine or transforms a particular article into a different state or thing. Claims 22-24 and 26- 
30 the claim are rejected since the specification does not exclude transitory medium. The 
broadest reasonable interpretation of a claim drawn to a computer readable medium (also 
called machine readable medium and other such variations) typically covers forms of non- 
transitory tangible media and transitory propagating signals per se in view of the ordinary and 
customary meaning of computer readable media, particularly when the specification is silent. 
See MPEP 21 1 1.01. When the broadest reasonable interpretation of a claim covers a signal per 
se, the claim must be rejected under 35 U.S.C. § 101 as covering non-statutory subject matter. 
See In re Nuitjen, 500 F.3d 1346, 1356-57 (Fed. Cir. 2007) (transitory embodiments are not 
directed to statutory subject matter). 

A claim drawn to such a computer readable medium that covers both transitory and 
non-transitory embodiments may be amended to narrow the claim to cover only statutory- 
embodiments to avoid a rejection under 35 U.S.C.§101 by adding the limitation "non- 
transitory" to the claim. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention. 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

7. Claims 14 and 24 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
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was not described in the specification in such a way as to reasonably convey to one skilled in 
the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. Claims 24 and 14 set forth the negative limitation of diallowing the 
allocation of the third function provided by the authoring tools to the instructional design role 
and disallowing the allocation of the fourth set of function, provided by the authoring tool to 
the content definition role. Any negative limitation or exclusionary proviso must have basis in 
the original disclosure. In this particular case, the specification provided fails to show any 
support to the negative limitation. 

8. Claims 14 and 24 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. Claims 
24 and 14 set forth the negative limitation of disallowing the allocation of the third function 
provided by the authoring tools to the instructional design role and disallowing the allocation of 
the fourth set of function, provided by the authoring tool to the content definition role. In this 
particular case, the specification fails to provide any enablement to use or make the invention 
as claim. The specification is not clear the type of function and the mechanism that would be 
disallowed in the instructional design role and content definition role. 



Claim Rejections - 35 USC §102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

10. Claims 12-14 and 22-24 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Baffes et al US 6,292,792. 
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Claims 12 and 22: A computer-implemented method to configure an authoring tool to author 
a computer-based training course (see Baffes abstract): 

storing a different respective set of allocation for each function in a set of functions of an 
authoring tools (see col. 21:60-40); each set of allocation data includes a different respective 
allocation setting for each of an instructional design role (see FIG 30 col. 21:30-45) and content 
definition role (see FIG 36 col. 23:45-65) for the user to assume with respect to the authoring 
tools; 

Receiving an indication of a selection by the user of one of the instructional design role and the 
content definition role (see col. 21:45-50); 

In response to the received indication of the role selection, generating based on the allocation 
settings of the set of allocation data, a list of one or more function in the set of available to be 
selected for allocation to one or more functions in the set of function available to be selected for 
allocation to the one of the instructional design role and content design role (see FIG 29 col. 
"concept editor" and "pedagogy editor"); 

presenting to the user the list of one or more functions in the set of function (see col. 18:19- 
30); 

Receiving an indication of a selection by the user of one of the one or more presented functions; 
and in response to the received indication of the function selections, allocating the selected 
function to the selected role (see col. 23:35-45). 

Claims 13 and 23: The Baffes reference provides a teaching wherein allocating the selected 
function to the selected role includes one of allocating a first default set of instructional design 
functions to the instructional design role (see FIG 30 col. 21:30-45) and allocating a second set 
of content definition function to the content definition role (see FIG 36 col. 23:45-65). 
Claims 14 and 24: The Baffes reference provides a teaching wherein allocating the third 
function to the selected role includes one of disallowing the allocation of a third set of function, 
provided by the authoring tools to the instructional design role (see col. 20:60-65) and 
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disallowing the allocation of a fourth set of function provided by the authoring tool to the 
content definition role (see col. 24:5-15). 



Claim Rejections - 35 USC §103 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

12. Claims 16-20 and 26-30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Baffes et al US 6,292,792 in view of US Hekmatpour US 5,644,686 

Claims 16 and 26: The Baffles reference fails to provides a teaching wherein the presenting 
the list of one or more functions in the set of functions includes presenting in a first distinct 
display area a list of functions for selective allocations to only one of the instructional design 
role and content definition role, the method further comprising presenting in a second display 
area a second list of one or more functions in the set in the set of functions for selective 
allocation to only the other of the instructional design role and a content definition role, the 
displaying in the distinct first and second display in conjunction with a graphical user- 
selection mechanism so as to facilitate graphical selection of the first and second of functions 
by a user. The Hekmatpour provides a teaching of a teaching wherein the presenting the list of 
one or more functions in the set of functions includes presenting in a first distinct display area 
a list of functions for selective allocations to only one of the instructional design role and 
content definition role, the method further comprising presenting in a second display area a 
second list of one or more functions in the set in the set of functions for selective allocation to 
only the other of the instructional design role and a content definition role, the displaying in 
the distinct first and second display in conjunction with a graphical user-selection mechanism 
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so as to facilitate graphical selection of the first and second of functions by a user (see FIG 1 5 
and col. 22: 10-30). It has been previously held that the use of known technique to improve 
similar devices (methods, or products) in the same way is a valid rationale to support an 
obviousness rationale. In this particular case, the Hekmatpour reference provides a teaching 
of displaying different function in different areas of the screen. One of ordinary skilled in the 
art would have been motivated to include the teaching of Hekmatpour multiple window in the 
teaching of Baffes since it allows for an efficient use of the display screen. 
Claims 17 and 27: The Baffes reference provides at teaching of wherein the first and second 
display areas comprises of window presented within a graphical user interface and the 
graphical user selection mechanism is a collection of check boxes (see FIG 20). 
Claims 18 and 28: The Baffes reference fails to provide a teaching customizing a display of 
function to the user based on the user the role which the user has been located and the 
functions allocated to the user's role. However, the Hekmatpour reference provides a teaching 
of customizing a display of function to the user based on the user the role which the user has 
been located and the functions allocated to the user's role (see col. 22:25-30). It has been 
previously held that the use of known technique to improve similar devices (methods, or 
products) in the same way is a valid rationale to support an obviousness rationale. In this 
particular case, the Hekmatpour reference provides a teaching of allowing the user to 
costumizes the user interface. One of ordinary skilled in the art would have been motivated to 
include the teaching of Hekmatpour costumizable window in the teaching of Baffes since it 
allows for an efficient use of the display screen. 

Claims 19 and 29: The Baffes reference provides a teaching of the display of function by 
selectively displaying user-selectable indicia only for the functions allocated to the user's role 
(see col. 24:12-15 selecting the pedagogy generator allow the display of the generator). 
Claims 20 and 30: The Baffes reference provides a teaching wherein the user-selectable 
indicia within the at least one of drop-down menu (FIG 20 item 156). 
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Response to Arguments 

13. Applicant's arguments with respect to claims 12-14, 16-20 and 22-30 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT J. UTAMA whose telephone number is (571)272-1676. 
The examiner can normally be reached on M-F 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Xuan Thai can be reached on (571)272-7147. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/R. J. U./ 

Examiner, Art Unit 3715 



